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after SIX (6) MONTHS from the mailing date of this communication. 
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DETAILED ACTION 



Inventorship 

1 . The Examiner would like to indicate that there are issues with the inventorship in 
this application since the inventors of U.S. Pat. Application 09/736,023 of Howse et al. 
have not signed and executed the Oath filed 5/17/2004 and that Mr. Colin T. Metcalfe 
represents an entirely new inventor who was not an inventor on U.S. Pat. Application 
09/736,023. Therefore this application cannot be considered to be a properly executed 
Continuation of U.S. Pat. Application No. 09/736,023. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 '. 1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-7, 15, 16, 21-30 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-16, 
18-44, 46-48, and 50 of copending Application No. 09/736,023. Although the conflicting 



claims are not identical, they are not patentably distinct from each other because a 
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method of trapping insects comprising using a particulate composition vs. particles 
comprising at least one magnetic material in an electromagnetically sensitive material 
which includes strontium ferrite vs. a magnetic material; a cockroach affecting 
composition/pesticidal composition in particulate form which includes 
electromagnetically sensitive particles with a magnetic material which includes strontium 
ferrite vs. a core being impregnated or coated with a magnetic material; an insect trap 
having a composition comprising a magnetic material in the electromagnetically 
sensitive particles which includes strontium ferrite vs. a composition including particles 
comprising a magnetic material of opposite polarity to that of the magnetically polarized 
material. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Objections 

4. Claims 3, 3/5, 3/5/6, 5, 5/6, 22, 25, 26 are objected to because of the following 
informalities: 

Claim 3, line 1, "claims" should be changed to "claim". 
Claim 5, line 1, "claims" should be changed to "claim". 
Claim 22, line 1, "claims" should be changed to "claim". 
Claim 25, line 1, "claims" should be changed to "claim". 
Claim 26, line 1, "claims" should be changed to "claim". 
Appropriate correction is required. 



Application/Control Number: 1 0/821 ,041 Page 4 

Art Unit: 3643 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In regard to claims 1-7, these claims do not set forth any positive method steps to 
perform "A method of trapping and/or killing pests" and therefore it is unclear as to what 
method applicant is intending to encompass. A method claim is indefinite if it merely 
recites a use without any active, positive steps delimiting how this use is actually 
practiced. In order to "trap" insects the use of some sort of trap structure (ie. housing) 
must be recited (such as "providing a housing..."). 

In regard to claim 4, the phrase "adhere by a magnetic force to a surface which 
is inclined to horizontal" renders the claim vague and indefinite since the surface is not 
being clearly recited as part of the trap and could be interpreted as any inclined surface 
on which the particles are deposited. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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8. Claims 15, 16, 22 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Marston 3,056,724. 

In regard to claim 15, Marston discloses a pesticidal composition (pellet for 
ruminants) in particulate form which includes electromagnetically sensitive particles 
having a behaviour modifying effect (low density biologically active substance the 
particles of which are moulded or compressed around the core; see col. 7, lines 56-end 
& col. 8, lines 1-47, esp. lines 38-41; particles may also affect behavior by presenting an 
obstacle around which the insect must walk around) upon contact with a cockroach foot, 
an improvement comprising including in the particles a magnetic material (cobalt oxide 
mixed with iron powder; also metal core which for example could be an iron bar or steel 
ball or roller bearing; also see col. 4, lines 31-36 & col. 8, lines 54-59). 

In regard to claim 50, Marston discloses a plurality of particles (pellets) of a 
magnetic material (cobalt oxide with iron powder) having only on an external coating 
comprising a pesticide or behaviour modifying chemical (low density biologically active 
substance). 

9. Claims 15, 16 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Gref et al. 5,565,215. 

In regard to claim 15, Gref et al. discloses a pesticidal composition (insecticide; 
see col. 14, lines 40-46) in particulate form (nanoparticle) comprising a pesticide or 
behaviour modifying chemical impregnated thereon or associated therewith (biologically 
active materials or drugs incorporated into the polymer at the time of nanoparticle 
formation) and the particles include a magnetic material (magnetic particles). 
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In regard to claim 20, Gref et al. discloses the behavior modifying chemical being 
a pheromone (see col. 14, lines 41-46). 

In regard to claim 30, Gref et al. discloses non-pharmaceutical uses for the 
particles which include selective delivery of pesticides, insecticides, and pheromones 
which inherently means coating a surface where insects will come into contact with the 
biocide or pheromone (basic trap structure not being recited). 

In regard to claim 50, Gref et al. discloses a plurality of particles (capsules) of a 
magnetic material (core material) having only on an external coating comprising a 
pesticide or behaviour modifying chemical (biocide). 

10. Claims 1, 3-5, 7, 15, 16, 22 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Yaffe et al. 3,274,052. 

In regard to claim 1 , Yaffe et al. discloses a method of killing pests wherein an 
insect to be killed is exposed to a particulate composition (granular) including a 
magnetic material (iron) such that the insect slips (insects walking on granules would 
slip onto the area where particles are spread) onto a trap (an area where the particular 
composition is spread; trap structure not particularly recited) proximate the composition. 

In regard to claim 15, Yaffe et al. discloses a pesticidal composition in particulate 
form (granular) which comprises composite particles (granules) each comprising a core 
of inert substrate (inert surface active agent on granular core materials which include 
iron; see col. 3, lines 68-end & col. 4, lines 1-25) having a pesticide (toxicant may be 
pesticide; see col. 3, lines 23-26) or behaviour modifying chemical impregnated thereon 
or associated therewith and the core being impregnated with a magnetic material (iron). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 21, 21/16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Marston 3,056,724. 

Marston discloses a magnetic material comprise cobalt oxide and iron powder, 
but does not disclose the magnetic material comprising strontium ferrite. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to utilize strontium ferrite, since it has been held to be within the general skill of a worker 
in the art to select a known material on the basis of its suitability for the intended use as 
a matter of obvious design choice, and because strontium ferrite is an alloy exhibiting 
magnetic properties and would be employed by a person of ordinary skill in the art 
depending upon the ultimately desired composition. In re Leshin, 125 USPQ 416. 

13. Claims 21, 21/16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gref et al. 5,565,215. 

Gref et al. does not disclose the magnetic material comprising strontium ferrite. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to utilize strontium ferrite, since it has been held to be within the general skill 
of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice, and because strontium ferrite is an 
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alloy exhibiting magnetic properties and would be employed by a person of ordinary skill 
in the art depending upon the ultimately desired composition. In re Leshin, 125 USPQ 
416. 

14. Claims 21, 21/16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gref et al. 5,565,215 in view of Klaveness et al. 5,693,321. 

Gref et al. discloses magnetic materials for being acted upon by a magnetic field 
and for diagnostic imaging, but does not particularly disclose the magnetic material 
being a ferromagnetic oxide. Klaveness et al. discloses that polymer particles that may 
contain paramagnetic, superparamagnetic or ferromagnetic substances which are of 
use in magnetic resonance imaging diagnostics. It would have been obvious to a 
person of ordinary skill in the art to modify the composition of Gref et al. such that it has 
the magnetic material comprising a ferromagnetic material such as strontium ferrite in 
view of Klaveness et al. since it is a known material used in diagnostic imaging and 
suitable and safe for use in medical applications. 

15. Claims 2, 3, 6, 21, 21/16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yaffe et al. 3,274,052. 

In regard to claim 2, Yaffe et al. discloses the core materials having a particle 
size range of about 4 (4.76mm/4760micron) to 80 (.177mm/177 micron) mesh, but does 
not disclose the particles with an average particle size diameter in the range of from 2 to 
100 micrometers. It would have been an obvious matter of design choice to make the 
particle size diameter in the range of about 2 to 100 micrometers, since applicant has 
not disclosed that by doing so produces any unexpected results or is critical to the 
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design and because a person of ordinary skill in the art would readily design the 
particles such that their diameter is appropriate for the size of the pests or insects to be 
destroyed. 

In regard to claims 3, 6, and 21 , Yaffe et al. does not disclose the magnetic 
material comprising a ferromagnetic oxide or strontium ferrite. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
utilize a ferromagnetic oxide and strontium ferrite, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability 
for the intended use as a matter of obvious design choice, and because a ferromagnetic 
oxide and strontium ferrite are alloys exhibiting magnetic properties and would be 
employed by a person of ordinary skill in the art depending upon the ultimately desired 
composition. In re Leshin, 125 USPQ 416. 

Response to Arguments 

16. Applicant's arguments with respect to claims 1-28 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darren W. Ark whose telephone number is (571 ) 272- 
6885. The examiner can normally be reached on M-Th, 8:00am-6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter M. Poon can be reached on (571 ) 272-6891 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). /I 
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Primary Examiner 
Art Unit 3643 
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